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QUESTION BEFORE THE U.S. SUPREME COURT

Does the classic fair use defense require the
party asserting the defense to demonstrate an
absence of likelihood of confusion, as is the
rule in the 9" Circuit, or is Fair Use an
absolute defense, irrespective of whether or
not confusion may result, as is the rule in
other Circuits?
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RESPONDENTS QUESTION BEFORE
THE U.S. SUPREME COURT

Whether an incontestable trademark can be
“used fairly” within the meaning of 15U.S.C.
1115(b)(4), by a competitor of the trademark
owner where the competitor commercially
uses the trademark in connection with Its
own similar goods, and that use is likely to
lead consumers to confuse the competitor’s
goods with the trademark owner’s goods.
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15 U.S.C. 1115(b)(4)

1115. Registration on principal register as evidence of
exclusive right to use mark; defenses

(b) Incontestability; defenses

That the use of the name, term, or device charged to be
an infringement is a use, otherwise than as a mark?, of
the party’s individual name in his own business, or of the
iIndividual name of anyone in privity with such party, or of
a term or device which is descriptive of2 and used
fairly and in good faith3 only to describe the goods or
services of such party, or their geographic origin; or
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1115(b)(4) DEFENSE ELEMENTS:

1. NOT AS ATRADEMARK
2. DESCRIPTIVE USE
3. USED FAIRLY AND IN GOOD FAI
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FACTUAL BACKGROUND
PERMANENT COSMETIC INDUSTRY

Lasting and KP sell liquid pigments that are injected into a
person’s skin. The pigment alters the hue of the skin.

C’/;‘[/
MICRO-COLORS® Pigment

8 MICRO
DLORS

1. RedLip Liner3

Dezniated by
MCN Internationa! Inc.
Irvine CAUSA
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Permaneni makeup can accentuate and
improve definition of eves, eyebrows and lips.

This medically developed procedure is a methad of 5
rnpianting color pigment into the skin to create lasting g
cosmetic effects and esthetics. Permanent makeup can

bhe soft or as dramatic as wanted.

=

Why use permaonent makeup?

» Permanent makeup gives you the
freedom to swim, shaower, exercise or
gven cry without the warry of makeup
srmearing oF washing off.

+* FPermanent makeup allows you the
option to cnhance your natural
featuraes or to create a dramatic effect.
The choice is yours.

+ For the busy woman-on-the-go,
permanent makeup savas time and
rnoney whilg giving & glamourdus look
without the daily makeudp hassfe.

-— PN el T -
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Permanent imakeup is ideal for pecple with poor -
ayesight, unsteady hands, confinement i bed and other
handicaps that make it difficull of impessible to apply
nakeup properly. Now you can look your best ail day,

everyday!

Parmanent makeuy is perfect for the woman who
i allergic to cosmetics on the market. Also seme
commersial makeup or certain brands may be
irritating to ayes and factal skin.

EXHIBIT & £y
S Giiinhy

Rl A
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LASTING'S FEDERAL REGISTRATION

In 1992 Lasting filed an application with the USPTO for

its “MICRO COLORS” trademark. On May 11, 1993,
the USPTO regqistered the Micro Colors trademark.

Int, Cl.: 2

Prior US. CL: 6
. Reg. No. 1,769,592
United States Patent and Trademark Office Registered May 11, 1993

TRADEMARK
PRINCIPAL REGISTER

MICRO

A MLBHLIHHBIIJNKY

OLORS

LASTING TMPRESSION 1. INC. (NEW [ERSEY NO CLAIM IS MADE TO THE EXCLUSIVE

| CORFORATION) RIGHT TO USE “COLORS", APART FROM
237 LIBERTY RD) THE MARK AS SHOWN
ENGLEWOOD, NJ 07631 THE DRAWING 1S LINED FOR THE COLOR
GREEN,

FOR: COLOR PIGMENTS, IN CLASS 2 (U.S,
CL. 6). SER. NO. 74-280,488, FILED 6-1-

FIRST USE 1-16-1992 IN COMMERCE 415 FILED 61t
41001997, ODETTE BONNET, EXAMINING ATTORNEY
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IN 1999, THE USPTO ACCORDED THE “"MICRO COLORS”
TRADEMARK INCONTESTABLE UNDER 15 USC 1065

Z
UNITED STATES DEPARTMENT OF COMMERCE
PATENT AND TRADEMARK OFFICE

~Registrant: Lasting Jmpression 1, Inc., a New Jersey Corporation
" Mark: MICRO COLORS
//Regislralion No; 1769392

Registration Date: 5/11/93

“Intemationa Class No: 002 T

Assistant Commissioner for Trademarks 02:01-1999 ‘
2900 Crystal Drive 3, Patent 8 THORTH i RERA 1. 737
Arlington, VA 22202-3313

COMBINED AFFIDAVIT OF USE AND INCONTESTABILITY
Under Sections 8 & 15 of The Trademark Act of 1946, as amended

“Darlene Story being hereby warned that willful false statements and the like so made are
punishable by fire or imprisonment, or both, under Seetion 1001 of Title 18 of the United States
Code and that such willful false stalements may jeopardize the velidity of this document,
declares that Lasting Impression I, Inc., a New Jersey Corporation, owns the abave identified
registration, issued 3/11/93, as shown by records in the Patent and Trademark Office; that the

-mark shown therein has been in continuous use in interstate commerce for five consecutive years
from the date of registration or the date of publication under Section 12(c)(6) to the preseat, on or
4n cormection with all of the goods and/or setvices identified in the registration as evidenced by
the attached specimen{s) showing the mark as currently used: that there hes been no final
decision adverse 10 tegisirant’s claim of ownership of such mark for such goods or services, or to
regisirant’s right 1o register the same or to keep the same on the register: that there is no
proceeding involving said rights pending and not disposed of either in the Patent and Trademark
-Office or in the courts; and that all statements made of histher own knowledge are true and all
statements made on information and belief are believed to be true.

.+ Lasting Impression [, Inc,,
a New Jersey Corporation
24 West Sheffield Ave,

Engle)omj.,wﬂ__ -
7
g

Darfere Story, President

o r2siy o

Date

5/18/2023 (C) 2004 WU & CHEUNG, LLP




HOW THIS CASE GOT STARTED?

IN JAN, 2000, A CEASE AND DESIST LETTER WAS
SENT TO K.P. PERMANENT MAKE-UP
REQUESTING IT CEASE USE OF THE TERM
“microcolor” ON ITS MARKETING AND ADVERTISING
MATERIALS AND PIGMENT BOTTLES

5/18/2023 (C) 2004 WU & CHEUNG, LLP 12



KP'S 3 USAGES OF THE
‘MICROCOLOR” TERM

1. On its seminar flyer

' Allegedly on its pigment bottles

« 3. On its tri-fold marketing brochure

5/18/2023 (C) 2004 WU & CHEUNG, LLP
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KP'S DECLARATORY RELIEF ACTION FILED IN MARCH, 2000

Michael Machat

Attorney at Law

433 N. Camden Drive, Suite 730
Beverly Hills, CA 90210

(310) 860-1833

Attorney for Plaintiff
K.P. Permanent Make-Up, Inc.

UNITED STATES DISTRICT COURT

FOR THE CENTRAL DISTRICT OF CALIFORNIA

o o IV ODOQLT ¢

COMPLATINT FOR DECLARATCRY RELIEF

L) §

s

K.P. PERMANENT MAKE-UP, INC.,
Plaintiff,

V. Plaintiffs Demand Jury Trial

)
)
)
)
)
)
LASTING IMPRESSION, INC. and MCN}
INTERNATIONAL, INC., )
)
)
)
)
)

Defendants.
JURISDICTION AND VENUE
1. FPliaintiff K.P. Permanent Make-Up, Inc. (hereinafter
referred Lo as KP) brings this action for declaratory relief

pursuant to 28 U.S5.C. Section 2201, for the purposes of determining
a question of actual centroversy between the parties arising out of
defendants claims and threats of litigation concerning the commercial
use of the generic terms micropigmentation, microcolor and the phrasc
“"MICRO COLOR"™ which the defendants may have fraudulently obtained a
US Trademark registraticon no. 1,769,582 contrary to the Lanham Act.

2. Jurisdiction is conferred on this Court by 15.U.8.C. Section

1i21 (a), and by 28 U.S.C. Section 1338 (a), in that this case arises

5/18/2023 (C) 2004 WU & CHEUNG, LLP




DUR COUNTERCLAIMS FOR INFRINGEMENT, UNFAIR

5/18/2023
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Fllco
Charles C.H. Wu, SBN 166756 £

CHARLES C.H. WU & ASSOCIATES MAY | 5 Al
A PROFESSIONAL CORPORATION o

7700 Main Street, Suite 710

Irvine, California 92618-3043 “EPK, US DISTRICT 0.
(949) 251-0111 o AL DISTRICT OF CAL
G S
Attorneys for Defendants and Counterclaimant 7
MCN International, Inc. and Lasting Impression I, Inc.,
erroneously sued as Lasting Impression, Inc.
UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA
K.P. PERMANENT MAKE-UP, INC., CASE NO. SA-CV-00-27
(EEx)
Plaintiff,
vs. . MCN INTERNATIONAL, I

! LASTING IMPRESSION I
LASTING IMPRESSION, INC. and MCN

TRADEMARK,

COMPETITION AND FALSE ADVERTISING

6-GLT

NC. AND
, INC.’S

INTERNATIONAL, INC., (1) ANSWER TO COMPLAINT.

Defendants. (2) COUNTERCLAIM FOR:
1. INFRINGEMENT OF

2. UNFAIR COMPETITION,
3. FALSE ADVERTISING.

DEMAND FOR JURY TRIAL

LASTING IMPRESSION I, INC.,
Counterclaimant,
vs.

K.P. PERMANENT MAKE-UP, INC.; and
ROES 1 through 10, inclusive;

Counter-Defendants.

and defendant and counterclaimant LASTING IMPRESSION I, INC.

S1-

Pursuant to Rule 12(a) and Rule 13 of the Federal Rules of Civil

Procedure, defendant MCN INTERNATIONAL, INC. (sometimes herein, “MCN”)

(sometimes

MCN INTERNATIONAL, INC. AND LASTING IMPRESSION I, INC.’'S

ANSWER, COUNTERCLAIM AND DEMAND FOR JURY TRIAL

(C) 2004 WU & CHEUNG, LLP
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THE OCT.,

2
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2000 EX PARTE APP’L FOR TRO AND
PRELIMINARY INJUNCTION

CHARLES C.H. WU & ASSOCIATES i
A PROFESSIONAL CCRPORATION g
7140 3

O el g
R H.QE
Charles C.H. Wu, 3BN 166758 3

7700 Irvine Center Drive, Suits -
Irvine, California S26.2-3043 ocT -5 W0
1949y 251-C11Z

ERK, U 5. DIS‘I’HI(‘.‘T ‘COL
Attorneys for Deferdants and FounreruldlmartﬂnAanTmCTUF
MCN Interraticnal, IZac. and LasTing Tmpreqsl@dﬂﬂﬂﬂﬁﬁﬁ“A
erroneously sued as Lasting Tmpress’an, LHAC... e

-

UNITED STATES DISTRICT COURT
CENTRAL DISTRICT OF CALIFORNIA
SOUTHERN DIVISION — SANTA ANA

THC. CREE NO

(EF®)

B, B, BERMANINY MAKE-UP SA-CV-00-27¢-GLT
DPlaintiff,
LASTING IMPRESSION I, INC.'
VS, EX PARTE APPLICATION FOR A

TEMPORARY RESTRAINING ORDER

LASTING IMPRESSION, INC. ard MCN AND AN ORDER TC SHOW CAUSE
TNTERNALLONAL, INC., RE PRELIMINARY INJUNCTION
OR, ALTERNATIVELY, FOR
Defendants. SUMMARY JUDGMENT; MEMORANDUM
QOF POINTS AND AUTHORITIES;
LAESTING IMPRES3ION 7, IHNC., DECLARATIONS OF DARLENE
STORY, LIN McKINSTRY AND
Counlercisimant, CHARLES C.H. WO
[Submitted. ]
V.
PrpMANENT MEKZ-UP, TNC.; and

1 through 1£, inclusiwve;

Counter-Delsndants,

AND TO THEIR REZORD:
FLIASE TARE NOTICE that defendant and counterclaimart Lasting
Impression I, Inc. izrepy  submits to toe Hon. Gary L. Taylor in
Courtreom 10D of Lhs above-antitlad Court, localed at 411 West Four-h

ion

t, farta Rna, applicaz

LASTING IMPRESSION I, INC.’S FEX PARTE APULICATION FOR A TEMPORARY RESTHEAINING ORDER,
AND FOR IZ3UANCE OF CRDER TQ SHOW CAUSE RFE PRELIMINARY INJUNCTION,

FMEMORANOOM OF POTNTS AND AUTHORITIES, RECTARATIONS OF STORY, MaKINSTRY AND Wo )-7

(C) 2004 WU & CHEUNG, LLP oo




# 1. KP’S SEMINAR FLYER, ALLEGEDLY USED DURING 1990 - 1991

5/18/2023

PERMANENT COSTMETIC MAKE-UP

WE INVITE YOU TO OUR PERMANENT MAKE-UP WORK SHOP TO BE HELD IN LOS ANGELES
SHOW SPECIAL END OF FEB 25, 1990,

PERSONAL INSTRUCTION BY THERESA PLANTE AND KIM ANNIE
THESE CLASSES WILL BE DEMONSTRATING OUR NEWEST TECHNIQUES ON LIVE MODELS
EYEBROWS, EYELINERS, LIPLINERS

- BEAUTY MARK, CORRECTIVE, COLOR BLENDING

PERM EYE LASHES, TINT BROWS AND LASHES
THE COST OF THE CLASS IS $1500.00 THE SIZE OF CLASS WILL BE LIMITED TO
SIX STUDENTS PER CLASS. EACH CLASS IS LIMITED TO 16 HOURS.

INCLUDES: ONE MACHINE LIGHTWEIGHT AND EASY TO OPERATE
ONE VIDEO, ONE SPRAY TOPICAL ANESTHETIC SOLUTION
50 SINGLE NEEDLES, 50 PIGMENT CONTAINERS
THREE LASHES DYE {BLACK BLUE BROWN)
ONE LASHES PERM KIT (80 RODS L,M,S,)
ONE TRAY HOLDER AND 5 MICROCOLOR PIGMENTS

KIM'S PARADISE

818 N. BROADWAY STE # 206B-209
LOS ANGELES CA 90012
TEL: 213-687-7013

(C) 2004 WU & CHEUNG, LLP 17



2. KP'S PIGMENT BOTTLE LABELS

(BUT NO ACTUAL BOTTLE PRODUCED BY PK SHOWING THAT LABEL
AFFIXED. ALLEGED STARTED USING IN 1990)

KP'S DIRECT EVIDENCE OF
USING THE PHRASE IN 1990.
KP DID NOT PRODUCE AN
ACTUAL BOTTLE WITH THE
LABEL AFFIXED

K.P. PERMANENT MAKE-UP
MICROCOLOR: BLACK 1 {Soft Black)
Cantains: {ron Oxide and Alcohol.
LOS ANGELES, CA 90012
NON TOXIC (SHAKE WELL)

5/18/2023 (C) 2004 WU & CHEUNG, LLP

KP'S BOTTLE
INDEPENDENTLY
GATHERED BY
LASTING

|

'
g
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5/18/2023

KP'S TRIFOLD BROCHURE AND
ITS WEB SITE (USE DATE:1999 AND THEREAFTER)

(C) 2004 WU & CHEUNG, LLP
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DISTRICT COURT'S RULING DENYING TRO AND PRELIMINARY
INJUNCTION GROUNDED ON ALLEGED PRIOR TRADEMARK
USE UNDER TERRITORIAL RIGHT 15 USC 1065

o Priotity
2 Send
: . Enter

Cloged —_—
J18-5/15-6
1S-2/18-3 .
Scan Only

ENTERED

JAN 1T 200

UNITED STATES DISTREICT COURT

5 DISTRICT CO s
(QUERK U5 DISTAS 1 SOENIRAL DISTRICT OF CALIFORNIA

ANTA ANA OTRICE
PEP?MREIENT MAKE-IPERUTINC . , Case No. SA CV 00-276~GLT (EEx}

ORDER DENYING DEFENDANT'S MOTION
FOR PRELIMINARY INJUNCTION

)
)
)
| S
v .
o2 ) ) \r— Docket
: LASTING IMFRESSION, INC., et. al.,!} ——— Copies C Sai
. ; JS -
B

Plaintiff,

13 —JS 5y
Defendants. JS-2748.3
14 — CLSD
i5
’ Defendant Lasting Impression's Motion for Preliminary Injunction
84
. 1s DENIED,
17
. T. DACRGROUND
13
Plaintiff K.P, Permanent Make-up brought su:it against Defendant
£ ]
' Lasting Impression for trademark infringement of the “micrococleors”
20
mark. Defendant counterclaimed, alleging it holds a registered
21 .
trademark featuring the words “MICRO COLORS.” bDefendant has been
2
2
: using 1te mark since March 1992 and registered it with the United
23
| States Patent and Trademarkx Office on May 11, 1983. Plaantaff
e ’
maintains 1t is the senicr user of the phrase “macrocoler,” having
25
' used the phrase since early 198l. Plaintaff alsc argues the
26
“mierocolor” phrase is generic and not capable of trademark protection
27 -
as a word mark. ENTER {}N jb;v]"

G\DOCSWGLTALLAL CACTVILZ00NG0-0276 1
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In October 2000, this Court denied Defendant's Application for a

Tempofary Restraining Order and set the matter for hearing on

‘Defendsnt's Motion for Preliminary Injunction.

II. DISCUSSION

The Ninth Circuit recognizes two sets of guidelines for

- evaluating ¢laims for injunctive relief — a traditional test and an

altefnative test. Under the traditional test, the meving party must
demonstrate: (1) a strong likelihood of success on the merits; (2) the
balance of irreparable harm favors the moving party; and, ({(3) the
public interest favors granting the injunction. i otor
Agsn. v, Wakt, 714 F.2d 962, 965 (9th Car. 3%83). Tnder the
alternative tesgt, the moving party must demonstrate either (1}
probable success on the uwerits and the possibility of irreparable
injury; or (2) ths existence of gerious guestions going to the merite
énd the balance of hardships tipping sharply in its favor. Id. Sse
also, Gilder v. PGA Tours. Ino., 936 F.2d 417, 422 (9th Cir. 1991).
These are not entirely separate tests, but rather a szingle continuum

Eo aid in the "essential task of balancing the equities.” Regente of

Univergity of Californis v, ABC, Ing., 747 F.2d 511, 515 {(9th Cir.
1984).

The Lanham Act provides that incontestibility of a valid
registered trademark is limited to the extent, 1f any, to which the
use of a mark registered on the principal register infringes a valid
right acquired under the law of any State or Territory by use of a
mark or trade name continuing from a date prior to the date of
registration under this Act of such registered mark. 15 0.S.C. §
1065.

GADOCS\GLTALLMLCACTIVILAZ000N0-0276 p1 2
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The elements of the pricr use defense are: (1) acquisaition of

':trademark rights under state law priof to the date of the

ancontestable registration; (2] continuance of use of the trademark
om that date; and (3) that the prior use is on goods or services

whach are in issue 1n the case and infringement 1s proven. QCullman

Ventures, Tnc. v. Columbian Art Works, Inc., 717 F. Supp. 96, 111 n.8
(8.D.N.Y. 1989). TIf the defense 1is proven, the senior user may

¥ continue use of the mark in 1ts territory on only the goods with

respect to which the praior use was proved. See Wrast-Rocket MFfg., Co
v. Saunders Archery Co., 578 F.2d 727 (8th Cir. 1978); Armand's

Subway, Tne. v. Doctor's Assocs.. Inc., 604 F.2d 849 (4th Cir. 1879);
Minuteman Pregs International, Tnc. v, Minute-Mepn Press, Inc., 219

U.S5.F.Q. 426 {(N.D.Cal. 1983).

Plaintiff argues 1t has been using the “microcolor” phrase since
19%91. To support this contention, Plainti1ff offers the declaration of
the owner of the company. The Plante Declaration states Plaintiff
began using the “microcolor” phrase in 1991 as an abbreviation of
“micropigmentation color” on its labels. Sege Plante Decl. 9 3, see

also COpp. Exh A. Plaintiff alsc used the phrase on leaflets 1t handed

i cut at trade shows.Y See Machatin Decl. Exh B. Plaintiff provides

customer declarations which state the labels have not changed siance
that time. See Supp. Opp. Exh. L-U. The goods bearing the
“microcolors” mark used as early as 1591 are at issue in the present
case.

At this early stage in the case, Flaintaff appea&s to have

provided evidence which  casts significant doubt on Defendant's

YThese leaflets are not dated, but have been stipulated to
be distributed in 1991.

- GADOCS\GLTALLALCZCIVILA2000100-0276 p1 3
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The elements of the prior use defense arec: (1) acquisition of
trademark rights under state law prior to the date of the
incontestable registration; (2) continuance of use of the trademark

fFrom that date; and (3). that the prior use 1s on goods or services

-which are i1n 1ssue 1n the case and infringement i1s proven. Cullmen

Ventures, Inc. v. Columbian Art Werks, Inc., 717 F. Supp. 96, 111 n.8
(8.D.¥.Y. 1989). If the defense 15 proven, the senior user may

continuve use of the mark in 1ts territory on only the goods wath
respect to which the prior use was proved. Sge Wrast-Rogket Mfg, Co,
¥, Saunders Archery Co., 578 F.2d 727 (8th Cir. 1978):; Armand's

Subway, Inc. v. Doctor's Assocs., Inc., 604 F.2d 849 (4th Cair. 1979);
Minuteman Press Tnternational, Tnc. v, Minute-Men Press, Tnc., 219

U.S5.P.Q. 426 {(W.D.Cal. 1983}.

Plaintiff argues 1t has been using the “microcolor” phrase since
1%9]1. To support this contention, Plaint:iff offers the declaration of
the owner of the company. The Plante Declaration states Plaintiff
began using the “microcolor” phrase in 1991 as an abbreviation of
“micropigmentation color” on its labels. See Plante Decl. 1 5, see

also Opp. Exh A. Plaintiff also used the phrase on leaflets 1t handed

! out at trade shows.Y See Machatin Decl. Exh B. Plazntiff provides

customer declarations which state the labkels have not changed since
that time. See Supp. Cpp. Exh. 1-U. The goods bearing the
*microcolors” mark used as early as 1991 are at issue in the present
case.

At this early stage in the case, Plaintaff appeafs to have

provided evidence which casts significant doubt on Defendant's

YThese leaflets are not dated, but have been stipulated to
be distributed in 1891,
GADQCSGLTALLALC2CEVILA2000\0-0276 pu 3
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< o o

probable likelihoad of success on the merits.? See Americanp

Motorceyclist, 714 F.2d at 965; geg also Gilder, 936 F.2d at 421.

Defendant's Motion for Preliminary Injunction is therefore DENTED.

In 1ts Reply Memorandum, Defendant requests monetary sanctzions 1f

‘the Preliminary Injunction is denied because Plaintiff's evidence was

not disclosed under Local Rule € or produced in discovery.?
Defendant contends that, had i1t known Plazntiff would present the
senior usage in opposition to the preliminary injunetion, 1t would
not have sought i1njunctave relief at this time. The Court orders
Plaintiff to Show Cause within 20 days why sanctions should not be

awarded.

DATED: January H , 2001. z { % E

\_pd#y T. TAYLOR
UNITED STATES DISTRICT JUDGE

2/The Court need not reazch the question of whether the
*micrecolor” mark i1s generic.

*Defendant also contends the evidence 1s not trustworthy
due to the lack of dating on the flyers and labels. However, the
dates of diatribution have been stipulated by Plaintiff.
G\DOCS\GETALIALCACTVIL2000\00-0276 p1 4
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MAY, 2001 CROSS-MOTIONS FOR
SUMMARY JUDGMENT / ADJUDICATIONS

LASTING'S ISSUES:

1. KP CANNOT SATISFY “PRIOR USE”
AFFIRMATIVE DEFENSE UNDER 15 USC 1065
IN THAT KP DID NOT ACQUIRE STATE
TRADEMARK RIGHTS

2. LASTING'S "MICRO COLORS” IS
PREDOMINATELY TEXTUAL AND NOT LIMITED
TO THE COMPOSITE MARK

3. "MICRO COLORS” IS NOT GENERIC

5/18/2023 (C) 2004 WU & CHEUNG, LLP 25



KP'S ISSUES

1. THE PHRASE "MICRO COLORS” IS
GENERIC.

2. LASTING’S INCONTESTABLE STATUS IS
LIMITED TO THE COMPOSITE MARK AND
NOT THE GENERIC “MICRO COLORS”  JNIIGING,
PHRASE INSIDE THE BOX DESIGN. COILORS

3. LASTING CANNOT SHOW LIKELIHOOD
OF CONFUSION.

4. KP IS ENTITLED TO USE THE PHRASE
UNDER THE FAIR USE DOCTRINE.

5/18/2023 (C) 2004 WU & CHEUNG, LLP 26



DISTRICT COURT'S RULING GRANTING KP’S
SJM AND DENYING LASTING'S SJM

1. "MICRO COLORS” IS GENERIC
2. EVEN IF "MICRO COLORS" IS NOT
| GENERIC, IT IS DESCRIPTIVE

L4 LOGIC: LASTING HAD ARGUED THAT KP WAS USING “MICROCOLOR’

DESCRIPTIVELY BECAUSE IT WAS USING IT TO DESCRIBE ITS
BOTTLE CONTENTS, |I.E. MICROCOLOR: RED. “IF THE DESCRIPTIVE
NATURE OF “MICRO COLORS” HOLDS TRUE FOR [KP], IT HOLDS
TRUE FOR [LASTING] AS WELL”

IN COUNTERING KP’S PRIOR USE UNDER STATE LAW (15 USC 1065),
LASTING HAD TO ARGUE THAT KP WAS NOT USING THE
MICROCOLOR PHASE AS ATRADEMARK BECAUSE IT WAS USING
THE PHRASE DESCRIPTIVELY.

(CONTRADICTORY LEGAL STRATEGIES)

5/18/2023 (C) 2004 WU & CHEUNG, LLP 27



3. ALTHOUGH "MICRO COLORS" HAS
2 ACHIEVED INCONTESTABLE STATUS.

| THUS, PRESUMPTION OF
DISTINCTIVENESS OR IF DESCRIPTIVE,
SECONDARY MEANING IS PRESUMED.

L' | HOWEVER, THAT PRESUMPTION IS LIMITED
Ml TO THE EXACT COMPOSIT MARK AS

REGISTERED BY LASTING. M[CRO

MMMNN

| COLORS

4. FAIR USE DOCTRINE: (A) NOTA
TRADEMARK USE, (B) FAIRLY AND IN GOOD
FAITH, AND (C) DESCRIPTIVE USE

(A) AND (C ) CONCEDED BY LASTING. (B) IS FROM KP'S
EARLIER USE

5/18/2023 (C) 2004 WU & CHEUNG, LLP 28
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CLERK, US BISTRICT COURT
/ Sean Omly CENTRAL DISTRICT OF CALIFORNIA, |
. SOUTHERN DIVISION ANA
By . j DEPUTY

el

UNZTED STATES DISTRICT COURT

CENTRAL DISTRICT OF CALIFORNIA

¥.P. PERMANENT MAKE-UP, INC., Case WNo. 32 CV 02-276-GLT{ERx]

Plaintifif, ORCER GRANTING PLAINTZTE'Z
MOTTON FOR SUMMARY JUDGMENT AND
DERYTHNG DEFINDANT' 2 MOTION FOR
SUMMARY ADJIUDICATTON

Vs,
LASTING IMPRESSTON, TNC., et. al.

Defendants.

— et S

Plaintiff’'s Mot-on for Summary <Judgment i1s GRANTZD. Defendant's

¥otion for Summary Judgment is DENIED.

T. BACKGROUND

Plaintif® K.P. Permanent Maksz-up brought suit against Dofendants
Lasting Impression and MCN Internaticnal for trademark infringement of
the “microscoleors” mark.Y Defendants counterclaimed, alleging it !
holds a registered trademark featuring the woxrds “MICRC COLORS.”™
Defendant Lasting Impression has be=n using 1ts mark since March 1992
and registered it wzth the United States Pa-ent and Trademzrk 2ffice

on May 11, 1923. Pleintiff argues 1t has been using ths phrase

Ypafendants use *microcoler” and ‘micro colox”
interchangeably. See Dafendants' Motion, az 3C. For purposes of ™.
this meotion, *micro eolors” and *microcoicrs” will be consicered

the same phrase.

GADOCSGL TALLALCCIVILAZ DIMO0-0276 ms)trademeark ’ '_‘
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“miocrocolors” since 1990.

Tleintiff brings a mction ZcX summary Judgment, and Deferdants
cross-move for summary judgment. Flazntaff's choef defenses are (1)}
Defendants' picturs mark registretion does not give Deflendants the
exclusive raights to the words “micro colors” separate from the logo;
{2] the words “micro colors” are generic; {3} under the fair use
doetrine, Plaintiff can still use “micro colors” because 1t 1s the
senitor user of the phrase “microcolor,” having used the phrase since
as early as 18%0; (4) the phrass has no seconcary meaning; (5)
Defendants have alsc used “microcolars” 1n & generic sense and are
astopped from arguing it 1s not generic; (6) Delerdants cannot show
likelithcod of confusion; and {7) Plaintilf's centinuors prior use of
the terr “microcoleox” defeats Defendants' claim to exclusivity.
rafandants argue Zlantiff's fairsct, fifth, =aixth and seventh
affirmative defenses are invalid. In addition, Defendsants argue
Plainti=f's f-rat ccocunt for dsclarstory relief has no merit becauss
Plaintiff cannot cemonstrate the phrase “microcnlor” 1s dgenexric.

IL. DISCUSSION

Summary judgment is proper if “there is no genuine issue as to
any materizl fact and the moving party is sntatled to & judgment as a
matfer of law.™ Fed. R. Civ. Prac. 56(c). Z fact 1=z meterzal 1f a1t
“m1ght affect the cutcome of the suit under the governing law.”

Anderson v. Laberty Leobkby, Znc., 477 U.5. 242, 248 (19%t6). & factual

dispute i= genuine “1f the evidence is such thaT a rsasonables Jury
could return a verdiclt for the nonmoving party.” Id.
The moving parsy 1n & surmary -udgmerns motion bears the initial

nurden of showing the absence of a genuing issue of material fact.

Ce . otex Coxrp. v. Catrets, 477 U.S. 317, 323 (1986). Ii the moving

GAPOCS\WGLTALLALCACIVILI200000-027 5 mgptrademarx 2

(C) 2004 WU & CHEUNG, LLP

30



5/18/2023

12

13

14

15

16

17

12

1e

20

26

27

28

party makes this -nitial showing, <he burden shifts to ths nonmoving
party tco “designate specific facts showing that there 1s & genuine
i1ssue for trial.” Id., 477 U.S. at 324 {citation omitted} . Ir other
words, the non—moving party must preduce evidences that could cause
reascnable jurcrs to disagres as to whether the facts c¢laimed by trhe
moving party are true.

In makaing & summary Judgment determination, the Court must view
the ev-dance presented in the light most favoranle to the non-moving
party, drawing "all Justzfrable inferences . . . in his favoxz.™
Anderson, 477 U.S. at 255. If the non-movirg party fails to present a
genuine issue cf material fact, the Ccurt must grant swmary Jjudgmenrt.
calotex, 477 U.S. ab 323-24. If, however, the evidsace cf a genuine
ipmue of matewial fact ig ‘“merely coloraple” or of insignificant
probative value, summary Jjudgment is appropriate. See Andervson, £77

U.8. at 249-50.

A. Geperic of nature the Mark

“a generic term 1s one that does not distinguish the goods <f one
producer from the goods of others. Instead, 1t 1s one that either by
definition cr through cormon use ‘has come To be understood as
referrirg to the genus of which the particuler produczt is a species.””

Keebler Co. v, Rovira Biscuit Corp., 624 F.Z2d 366, 373-74 (Ist Cxx.

1980) (citing Akercrembie & Fitch Co, wv. Hunting Werld, Tnc., 537 F.2d

4, 9 [(2d Cir. 1976)). Evidence to prove genericness cizn include the
following: (1) generic use by <ompetitors use which iz 2ot contesled;
‘2) when the proponent of a trademark uses the term kbefore the publaic
as a generic name; (3) dicticnary definztaions; (4 mecia usage; and

(Z) consumer sSurveys. McCerthy on Tracdemarks, § 12:13.

G \DOCS\GLTALLLCACIVILAZGMN)0-0276 misjtradgmark 3
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To demonstrate whether “micrccelor” or “micro color” is cgenerlic,
Plaintiff and Defendart have both conducted internet searches for use

o the phrase “micra cclor.” Seeg Sefendants' Upposition, at 1z.

Corpanies from other busirtess sectors used “microcolors,” but azs far
as use in the permanent makeup industry, No others were found.

In additicn to the internet search, Plaintiff asserts that,
because Defendant has admitted “micropigmentation” and “prgmantation”
are synonyms, and “pigment” and veolors® sre used interchangeably in
the industry, “m-cropigments” and “microcolers” are also synonyms.
Ses Plainti1ff’'s Motilon, at 7; Story Depo. at 24:8-12; Z4:13-35:17;
MeKinstry Depo. at 72:22-24; 73:8-24. Defendants argue Plaintiffs
have misconstrued the depositicon testimony. Regardless of the
construction of the depositicn testimeony, one can “naturally ccnclude
that micre colors and micro pigments are also SYNONYILS .« v 0 -7
Plaintiff's Motaion, at 7.

Tt aprears that “mlicre pigments” and “micro colore” ars both
zbbreviations for “micropigmentation colox.” Defendants do neot railse
a cquesticon of fact =5 Lo the apecific assccraticon of "macro colors®
with their goods. The most Defendants demonstrate as evidence is that
“Skir Magazine,” a reputable magazine catering tce permenent makeup
customers, lLists the brand “micro colors”™ as cross—referenced bstween
both Defendants. Defendant's Opposzticon, at 15. Thais may mean tThat
“qicre colors”® 1s recogrized zs being used by Defendants, butbt it does
not mean the phrase is not generac.

There is no evidence “micro colors 1s not used commonly or
interchangezbly with “micro pilgment” or “micro pigment c¢oloxs.” The
phrass “micgro ¢clors” appears to have “'comwe toe Ze understcod as

referring to Lhe genus of which the particu’ar produal 1s a species. ™

GA\DOCS\GLTALLANLCZWCIVILZ000WW-0276 ms)trademark 4
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Eosebler Co, v. Rovara Biscullt Corp., 624 F.26 a+ 373-74{. An exampls

of the genzs/species arqumenl 13 that Defendants themselves have used
“nicre colors’” in a generic mannern. In ane brochure, the phrase,
wBeware: Micro-Coleors® Pigment is the first and enly Micro-Colers
avalliable by MCN.” Plaintiff's Exh. O. While the fairst “micro
colors* phrase refers Lo efendants’ trademark, the second do=s not,
ard demcnstrates the spaciss within the gerus. Keshle1, at 373-7<.
myven if the phrases “micrc color” were not generic, “micro colors”
1s descriptive. Nefendants themselves admit tris. In Defendants'
Motion for Summary Adjudication, they argue Plaintiff ¢ould not have

acquired saconcary mean-ng in thre phrase “maicro color” or

w“microcolors’” because the phrase is descriptive. Defendants' Motion,
at 30. If the descraiptive nature of “micro colors” holds true for
Tlarntisf, it holds true for Defendants as well. Summery adjudication

15 GRANTED for Plainti1f£fs on this issue. See Celotex, 477 U.3. &€

Z23-24.

9]

B. Secondaxry Meanaind

Both parties argue =zbout therr acguisition of sccondary meaning
with respect Te the descriptive “micro cclors” phrase. The “praime
element of seccondary meaning is a mental association ir kuyexrs’ minds

between the zlleged mark and = single source of ths product.”

McCarthy on Trademarxs, & 15:02 (1) ; see Armstrong Paant. & Varnish

Works v. Nu—EBpnamel Corp., 305 U.3. 315 (1238).

Gnce a tradesmark achieves “ancortestable” status, 31t is
conclusively presuned that either the mark .s non—descriptive, or if
descriptive, has acguired secondary msaning. See 5 U.S.C. & 1113 ().
ITncontestable status 1s achieved after five years of use alfter federxal
regisltration and complience with statutory formalities. See 15 U.S5.C.

G \DOCSIGLTALLLCTCIVILAZ000W0-0276 msjrademark. 5
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& 1L0&5, A challenger faczd with an incecntestible reglstersd maxrk
cannot raise the argument the mark is invalid because 1t is

descriptive and lacks s=condary m2aning. See Parl 'M Fly. Inc. v.

Dolley Park & Fly, inec,, 465 U.S. 189, Z03 (1885} .
However, the presumption of distinctiveness 1s limited to the

exact form of the mark as regrstered. See, s.g., Benefaclal Corp. ¥.

Beneficial Capital Corp., 529 F. Supp. 445 (S.D.N.Y. 1282}; In re

Naticnzal Data Corp., 753 F.2d 1056 (Fed. Cir. 1985) . Dafendant

Lastong Impression's “micro colors” trademarkad logo achieved
incontestable status on May il, 1998. The incontestable status
applies to the logo 1n 1ts entorety, and not merely the phrase “nicro

1

colors. See 1d. Defendants' argument Lasting Impression's “micre
colors” trademark s corpletely textual and not lamzted te the words-—
in—-the-bcx comp051tells not compelling. Defendants' MoTion, ak 3.
~“he phrase “micrc celeors” 1s generic, <r, 1f roz, descriptive, and 1t
15 that descriptive phrase, juxtaposed with ths black kox and green

line of Dafendants' registered mark, that gives a1t its

distinctiveness. See, e.g., Sweats Fasghlons, “ng. v. Fannill Enitfaing

Co., B33 F.24 1560, 1586 (Fed. Cir. 1987) (holding the gensric or
highly descriptive word “sweals” in a logoe protectec “cnly the
particular manner” in which the wozd “sweats” was displayed.).

Because the phrase “micro colors” is generic, or, *f not,
descriptive, Dsfendant has the okligaticn to demonstrate secondary
meaning. L= cannct de so by merely pointing to the incentestability
of its registered mark in 1ts entirety.

Use by others of a similar mark will tend o dilute any customexr
recognition and associatien of that mark waoth the allsged cwner. Such
use by third parties 1s relevant to the i1ssue of secondary meaning.

G \DOCSWGLTALLLCZWIVILZ000W00-02 76 mstrademark &
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Carter-Wallace, Inc. w. Procter & Gamble Qo., 434 F.2d 794 (3th Cir. |

1970 . Here, thers is no issue of ma-erial fact that third parties

have used the mark. Bxhibit G, which 1as an adveritisement by a company
called Tattociny states, TOur Micro Colors are the best 1n the world.”
However, Tattocirg has agreed to stop usang the “riicro colors® phrase

i

at Tefandarts' reguest. Sze Defendants' Exh. 41.* HNoene of the other
corpanies Plaantaiff menticns use the “micro colors” phrase, althoucgh
some usae “micreo pigment colors® oxr Ymicro pigment cosmetic coloxr.”
Sge Plaintiff's Exhs. B, F, L.

To assert 1ts trademarxed “micro coclcrs” brand has secondary

meaning, Defendants argue that “3Kin Magarine,” a reputable magazine

catering to permananl makeup cusktomers, 115ts the brand Ymicro colors”

as cross—-referenced betwaen hoeoth Dsfendanis, Defendant's Oppositicn,
at. 15, Standang alone, this onz rseference does not demonstrate
secondary meaning in the industry. T¢ demonstrate Dafendants’ lack o

secondalry meaning, Plaintiff raises the i1ssue of customer confusior.

Plainbliff cites the McKinstry Deposition for the vroposition that she
15 cocncernead people will confuse “micxo paigment” with “micro coclors.” ;
McKinstry Depce. at 72:22-73:24. McKinstry 1s worried because she has
receaved reports [rom staZf members that peopls are confused. TId.

Plaintiff provides no counter-argument to Defendants' assertion

Blasntiff s use of “migro colors” has neo sezondary meaning.

¥plaintiff contends this ig wmerely because Tattooing, Inac.
&id not want to go through the time and enexgy defending against
Defendants' claimg. Plaintiff's Reply, at 17.

¥pleintiff alsc cites a declaration by Gloria Torres, 1n
which sae testifies she received calls from prospective customers
who seemred confused by Defendants'! “mlcro colors.?” The Torres
Declaration was not provided te the Courl, and so 2t cannot be
considerad as evidence.

G ADOCSAGLTALLLOACIV L2000 0-0276 msjtrademark 7
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There i1is no gquestion of materaial faoct as to whether eilther party
has acguired secondary meaning with respect to the use of the “micro
colors” phrase. Apparently, ne-ther has. Summary adijudrcation in
favor of Plaintiff is appropriate on this i1ssue. See Celotes, 477
U.s5. at 323-24.

C. Falir Use Dpoctrine

The Lanham Act requires three slements to be established to prove

a fair use defense: (1ly uvuse of the term a1s not as a trademark o

service mark; (2} use of the t=rm is done “fairly and in good farth’™;

and (3} use of the term is only to describe goods or services. 15
U,.s.C. § 11.5(b) {4} . In thiz case, Defendant has conceded Plaintiff
15 not using the term zs a service mark or trademark. See Defendants'
Moticn, at 31-32. Defendant has also argued Plaintiffi 28 using Lhe

term “descriptively on bottling labels and seminar flyers to i1dentify
[Plaintiff's] pigment colors or shades.” Elements one and three
have been established.

Plaintiff also contends 1t has satisfied the second slement by
using the “microcolors” phrase ¢ontinuocusly since 1990 in trade shows
and on their bottling lakels. Becauase Plalintiff bsgan using the mark

before Defendants uscd the rs, and has centinued use of the phrase,

“Defendants argue in their Motion for Summary aAdjudication
that Plaintiff 1s using the phrase descriptively. Motion, at 30.
Onn the octher hand, in Defendants'® Reply brief they contend
Plaintiff is merely using the phrase in a “functional” manner.
Reply, at 10. Defendants argus a “fairly used descriptlve non-
mark would only describe the goods and not ldentifying the gocds
with its source. Here, [Plaintiff] uses “microcclors” to refer
to the hue or shade of [Plaintiff's] pigments, and not ko
describe the pigments.” Reply, at 10. This, Defendant: suggest,
goes beyond mere description and leads to a suggeszed associlation
of the pigments with Plaintiff. Id. ‘This "functional® argument
is not availing. Delendants cannol argue bolh sides of the oodin.

GADOCS\GLTALLAL C2VCIVILAZ 0000 -02 76 mytrademark 8
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Pla‘ntiff argues its use was done fairly and in good Zaith. The Court
agrees. There is no ilssue of material fact as to the fair use
defenze, ard surmmary adjudication is GRANTED in favor of Plaintiff on
this Lssue. See Celotex, 477 U.S. at 323-24.

The Court need not discuss Plainti1ff's defensze of pricr use, as
17 has already determined Plainrntiff could fairly use the “micne
colors” phrase due to the genaric ar dascriptive na-ure of the phrase.
Fcr the sazme reason, the Court alsco need not discuss any demonstration
of likelihood of confusion.

Flaintiff 2= entizled tec contonus to use the phrase “microcclors”
in the way 17 has bsen using 1t since 1291, as 1t pertains to its hues
and pigments. Defenﬁants are entitled to use their trademarked logo
containing the phrase “micre ¢oleors.” Thus, Plzintilff's mokbkion Ifor

summary Judgment 1s GRANTED, anrnd Defendants’ moticon for summary

=N

GaR¥ L, TAYT.OR

UNITED STATESZ DISTRICT JUDGE

adjudication is DENIED.®'

DATED: May 16, 2Z00Ll.

“Por purpcses of this motion, plaintiff's objections to
defendantg' declarations are CVERRULED.

G ADOCSVCGLTALL\LCCIVIL\Z000WD-0276 ms;rademark 9
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JUNE, 2001 APPEAL TO THE NINTH CIRCUIT

1 |lcharles Cc.H. Wua, 3SBN 16675¢€ FHLED . =
Mazl H. Cheung, SBN 150690 CLERK U DISTRICT COUNT ..
2 lMembers of CHARLES C.H. WO & ASSOCIATES E
s PROFESSIONAL CORPORATION JUN | 5 2001
317700 Ixrvine Center Nrive, Suite 710
Irvine, California 52618- 3043
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—acsimile: (949) 231-158%8 S e ¢
5
c. William Kircher, Jr.., SBN 50897 Bill e e
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Attornegys for Defencants and Counterclilaimant
10 |[MCX Internatlcnal Inc. and Lasting Impressien I, Inc..,

*rgneously su;d as Lasting Impression, Inc.

UNITED STATES DISTRICT COURT

CENTRAL DISTRICT OF CALIFORNIA

14 SOUTHERN DIVISION - SANTA ANA
15
¥.P. PERMANENT MAKE-UP, INC., CASE NO. S8A-CV-00-276-CLT
16 {EEx}
Plaintiff,
17 NOTICE OF AFPEAL
VS .
18

IASTING IMPRESSTON, INC. and MCN
19| ITNTERKATICNAL, INC.,

20 Defendants.
21 |TTASTING IMPRESIICN I, INC., LOCAL RULE 17
22 Counterclaimant,
23 Vs .
s LERTRY ST MART ViR DN ATT Wt waw

24 K.P. EFZRMANENT MAKE-UP, INC. ; and i gﬁéﬁgﬁﬁggggywmmq§‘

ROES 1 through 10, inclusive: : : ummmurth§hlg§%“um*WWﬂw
25 i

Counter—-Defendants.

26
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FAMCN T 3 78MicrueolorsiAppealiNatics of Appeal
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NINTH CIRCUIT'S RULING (APRIL 30, 2003)

328 F.3d 1061; 66 U.S.P.Q.2d 1509
Circuit Judges: Procter Hug, Jr., Melvin Brunetti, and
Diarmuid F. O’Scannlain.

Opinion written by Justice Hug
(they have good reputations at the U.S. Supreme Court)

. "MICRO COLORS” IS NOT GENERIC

. INCONTESTABILITY EXTENDS TO THE MOST
SALIENT FEATURE OF THE MARK AND NOT LIMITED
TO THE COMPOSITE AS AWHOLE (CITING PARK ‘N

FLY, 469 U.S. 189) MICRO

MMM

COLORS

. CLASSIC FAIR USE DEFENSE REQUIRES THE
ANALYSIS OF LIKELIHOOD OF CONFUSION

5/18/2023 (C) 2004 WU & CHEUNG, LLP 39



UNITED STATES COURT OF APPEALS
FOR THE NINTH CIRCUIT

NO. 01-56055 BENTT
CT/ACH SHCV-00-00278-CLT {{.,

KF PERMANENT MAKE-UP TINC

Plaintiff-counter-defendant - Appellee

v. JUN 30 200
LASTING IMBRESSION INC; MCN INTERNATIONAL INC; "”CLEHK U.S. DISTRICT COURT
) CENTRAL DISTRICT OF CALIFORNIA
Defendants-counter-claimants - Appellantys THERN DIVISION AT SANTA ANA
: W 2}
ROES 1 THRQUGH 10, inclusive ' Coh )

Counter-defendant - Appellee igéﬂf\:ﬂ

APPEAL FROM the United States District Court for the
Central District of California (Santa Ana)

THIS CAUSE came on to be heard on the Transcript of the
Record from the United States District Court for the
Central District of California (Santa Ana)

and wae duly submitted.

ON CONSIDERATION WHERECF, It ig now here ordered and
adjudged by this Court, that the judgment of the said

District Court in this cause be, and hersljy is REVERSED and

REMANDED.

" | J\L—ZE&B’].;“ \&(\) ko
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PORTION OF THE NINTH CIRCUIT'S OPINION
CAUGHT KP'S ATTENTION AND KP USED ITAS ITS
BASIS FOR ITS CERT. PETITION TO THE U.S.
SUPREME COURT:

“Therefore, KP can only benefit from the fair use
defense if there is no likelihood of confusion between
KP’s use of the term “micro color” and Lasting’s mark.

However, as discussed above, because in this
case, there can be no fair use If there is a likelihood of
confusion, the likelihood of confusion analysis must be
addressed. (328 F.3d 1072)"

5/18/2023 (C) 2004 WU & CHEUNG, LLP 41



PRESENTER'S COMMENT:

(1) “[t]here can be no fair use If there is a
likelihood of confusion” is different from

(2) there can’t be a fair use if there is a
likelihood of confusion.

(1) is not absolute and (2) is absolute.

(cert. improvidently granted?)

KP'S SPIN ON (1) IN ITS CERT. PETITION TO THE U.S.
SUPREME COURT:

"WHAT GOOD IS THE FAIR USE DEFENSE IF THE ONLY
TIME YOU GET TO USE IT IS WHEN THERE IS NO
INFRINGEMENT?”

5/18/2023 (C) 2004 WU & CHEUNG, LLP 42




AUGUST, 2003 KP'S PETITION FOR
AWRIT OF CERTIORARI

" KP PERMANENT MAKE-UP, INC,

Petitioner,

LASTING IMPRESSION INC; MCN INTERNATIONAL T INC,

Respondents,

: Petmon fora Wnt. of Certiorari to the -
Umted Stat.es Court of Appeals for the Ninth Circuit

* " PETITION FOR A WRIT OF CERTIORARI

Michael Machat
" Counsel of Record

Law Offices of Michael
Machat PC
9107 Wilshire Blvd., Ste 425
Beverly Hills, CA 90210
(310) 860-1833

Attorney for Petitioner .

| CURRY. & TAYLOR ¢ WABM D.0. ¢ (2O TUI-T 60 FURECINFO.COM
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SUPREME COURT'S REQUEST TO FILE AN OPPOSITION

DESPITE WAIVING FILING OF AN OPPOSITION BY LASTING

5/18/2023

Supreme Court of the United States
Office of the Clerk
Washington, DC 20543-0001

William K, Suter
Clerk of the Cuurc

November 7, 2003 (202) 4793011

Mr. Charles C.H. Wu

Wu & Cheung, LLP

7700 Irvine Center Drive, Suite 710
Irvine, CA 92618-3043

Re: KP Permanent Make-Up, Inc.
v. Lasting Impression, Inc., et al,
No. 03-409

Dear Mr. Wu:

On August 18, 2003, a petition for a writ of certiorari in the above case
was filed in this Court to review an order of the United States Court of
Appeals for the Ninth Circuit dated April 30, 2003. Our records indicate that
vou were served with a copy of the petition.

The Court has directed this office to request that a response be filed in
this case. Forty printed copies of your response, together with proof of service
thereof, should be filed on or before December 8, 2003.

Your attention is directed to the provisions of Rule 33 of the rules of
this Court. Please note that the color or the cover of your brief should be
orange.

Sincerely,

277595 P v

William K. Suter
Clerk

ce: Michael Machat

(C) 2004 WU & CHEUNG, LLP
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OUR OPPOSITION TO KP'S CERT. PETITION

Ne, 13-4

e o et = g By BT

AL T

Bpreme Emert of the Anited Beturten

x_P'FERbLqu:N'r MAKE-TTE INC.,

Mesifaner,
g . . 3 1’"
. LAFT NG IMERESSIONS L ING, nnd
BN TNTERANATIONAL, [N,

- Frspaerdens,

O Prooroed TR A WeIT oF CERTORAT] TO ThE
TIaTeEn STarrs CoIRT IWF S FPFLT S RO THE M TH Thaee v

F =1 0 h

BRIEF LN OFFOSITION

Cuaries CH. Wi

W & Caelme, TP
TTH) Lryime Cender Drive
Eujee 710
Icvine, A 26 | R
ALY 2510011

Arnrney for Rezpomdeonze

1Lt b '

s JHaL Fim
IRWE P17 0 0 "o Bap ARGl




JAN. 9, 2004, U.S. SUPREME COURT GRANTED KP’S PETITION FOR
AWRIT OF CERTIORARI

5/18/2023

Bffice of the leck
Bupreme Gonrt of the Pnited Statew
Waslington. B, {. 209%3-00m1

January 9, 2004

Charles C.H. Wu

Wu & Cheung, L.L.P.

7700 Irvine Center Drive, #710
Irvine, CA 92618

Re: 03-409 KP Permanent Make-Up, Inc. v. Lasting Impression, Inc.

Dear Mr. Wu:
The Court today entered the following order in the above stated case:
“The petition for a writ of certiorari is granted.”
The following items are enclosed: Merits Procedures Memoranda, Special Procedures
Memorandum, a Specification Chart, Guide for Counsel, Memoranda to Brief Printing

Companies, and Counsel of Record Information Form. Since your case is likely to be scheduled
for argument int the April Session, please note that requests for extensions of time are not likely

or favored. Also, please note the relevance of Rule 25.3 of the Rules of this Court for your
reply brief due date.

If you have any questions, please {elephone me.

Sincerely,

WILAM K. SUTER, CLERK

Denise J-McNermney
Merits Cases Clerk

(C) 2004 WU & CHEUNG, LLP
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LEGISLATIVE HISTORY AND OVERVIEW OF LANHAM ACT

Hearing before the House and Senate:
Jan. 19, 1938 — May 14, 1946 (World War Il in between)

Protects consumers and producers and their “ability to
distinguish between competing goods™ Park ‘N Fly vs.
Dollar Park and Fly 469 U.S. 189 (1985)

“Fairly” defined as “not calculated to deceive” mirrors pre
Lanham case law. (remark of Mr. Rogers describing the
Shredded Wheat case, 77" Cong., 15t Sess. 63-74
(1941).

5/18/2023 (C) 2004 WU & CHEUNG, LLP 47



The term “used fairly” was enacted as part
of the Lanham Act in 1946 and must be
read against the background of the then
existing common law relating to the tort of
“unfair competition”

Herring-Hall-Marvin Safe Co. v. Hall’'s Safe
Co.: it was “unfair’ under common law for a
competitor to use a descriptive term that
had acquired secondary meaning for
another party’'s goods in a manner that was
likely to confuse. 208 U.S. 554 (1908)

5/18/2023 (C) 2004 WU & CHEUNG, LLP
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WHAT DOES

‘MICRO COLORS” MEAN TO
YOU?

DOES IT HAVE A PRIMARY
DESCRIPTIVE MEANING?

MICRO

A T TN

COLORS

5/18/2023 (C) 2004 WU & CHEUNG, LLP
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(PRESENTER’'S SIMULATION)

IS IT FAIR FOR KP TO USE THE BELOW
RIGHT SIDE BOTTLE?

Red Lip Liner3

L2ec
Dizeniated by
MCN Internationa! Inc.
Inins CAUSA

5/18/2023 (C) 2004 WU & CHEUNG, LLP
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5/18/2023

CHARLES C.H. WU, ESQ.
COUNSEL OF RECORD

WU & CHEUNG, L.L.P.
/700 IRVINE CENTER DRIVE #710

IRVINE, CALIFORNIA 92618
WWW.WCLAWYERS.COM
TEL: 949-251-0111 // FAX: 949-251-1588
E-MAIL: CCHWU@WCLAWYERS.COM
ATTORNEYS FOR RESPONDENTS
LASTING IMPRESSION AND
MCN INTERNATIONAL, INC.

(C) 2004 WU & CHEUNG, LLP
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